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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

The amendment document filed on 09/30/2005 & 09/12/2005 is considered non-compliant because it has failed to meet 
the requirements of 37 CFR 1.121 or 1 .4. In order for the amendment document to be compliant, correction of the 
following item(s) is required. 

THE FOLLOWING MARKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 
£3 1 • Amendments to the specification: 

^ A. Amended paragraph(s) do not include markings. 

□ B. New paragraph(s) should not be underlined. 
C. Other See Continuation Sheet 

□ 2. Abstract: 

□ A. Not presented on a separate sheet. 37 CFR 1.72. 

□ B. Other . 

3. Amendments to the drawings: 

□ A. The drawings are not properly identified in the top margin as "Replacement Sheet," "New Sheet," or 

"Annotated Sheet" as required by 37 CFR 1.121(d). 

□ B. The practice of submitting proposed drawing correction has been eliminated. Replacement drawings 

showing amended figures, without markings, in compliance with 37 CFR 1.84 are required. 
M C. Other See Continuation Sheet. 



Amendments to the claims: 

□ A. A complete listing of all of the claims is not present. 

B. The listing of claims does not include the text of all pending claims (including withdrawn claims) 

C. Each claim has not been provided with the proper status identifier, and as such, the individual status 
of each claim cannot be identified. Note: the status of every claim must be indicated after its claim 
number by using one of the following status identifiers: (Original), (Currently amended), (Canceled), 
(Previously presented), (New), (Not entered), (Withdrawn) and (Withdrawn-currently amended). 

D. The claims of this amendment paper have not been presented in ascending numerical order. 

E. Other: See Continuation Sheet 



□ 



□ 



^ 5. Other (e.g., the amendment is unsigned or not signed in accordance with 37 CFR 1.4): 
See Continuation Sheet 

For further explanation of the amendment format required by 37 CFR 1.121, see MPEP § 714. 
TIME PERIODS FOR FILING A REPLY TO THIS NOTICE: 

1. Applicant is given no new time period if the non-compliant amendment is an after-final amendment or an amendment 
filed after allowance. If applicant wishes to resubmit the non-compliant after-final amendment with corrections, the 
entire corrected amendment must be resubmitted. 

2. Applicant is given one month, or thirty (30) days, whichever is longer, from the mail date of this notice to supply the 
correction, if the non-compliant amendment is one of the following: a preliminary amendment, a non-final amendment 
(including a submission for a request for continued examination (RCE) under 37 CFR 1.1 14), a supplemental 
amendment filed within a suspension period under 37 CFR 1 . 1 03(a) or (c), and an amendment filed in response to a 
Quayle action. If any of above boxes 1 . to 4. are checked, the correction required is only the corrected section of the 
non-compliant amendment in compliance with 37 CFR 1.121. 

Extensions of time are available under 37 CFR 1.136(a) only if the non-compliant amendment is a non-final 
amendment or an amendment filed in response to a Quayle action. 

Failure to timely respond to this notice will result in: 

Abandonment of the application if the non-compliant amendment is a non-final amendment or an amendment 
filed in response to a Quayle action; or 

Non-entry of the amendment if the non-compliant amendment is a preliminary amendment or supplemental 
amendmer 




Legal Instruments Examiner (LIE), if applicable 



Telephone No. 



U.S. Patent and Trademark Office 



Part of Paper No. 20070306 
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Application No. 10/724,499 



Continuation of 1 (c) Other: Amendments to the specification, other than the claims, computer listings ( § 
1.96) and sequence listings ( § 1 .825), must be made by adding, deleting or replacing a paragraph, by 
replacing a section, or by a substitute specification, in the manner specified in this section. 
(1) Amendment to delete, replace, or add a paragraph . Amendments to the specification, 
including amendment to a section heading or the title of the invention which are considered for 
amendment purposes to be an amendment of a paragraph, must be made by submitting: 

(1) An instruction, which unambiguously identifies the location, to delete one or more 
paragraphs of the specification, replace a paragraph with one or more replacement paragraphs, or 
add one or more paragraphs; 

(ii) The full text of any replacement paragraph with markings to show all the changes 
relative to the previous version of the paragraph. The text of any added subject matter must be 
shown by underlining the added text. The text of any deleted matter must be shown by strike- 
through except that double brackets placed before and after the deleted characters may be used to 
show deletion of five or fewer consecutive characters. The text of any deleted subject matter must be 
shown by being placed within double brackets if strikethrough cannot be easily perceived; 

(iii) The full text of any added paragraphs without any underlining; and; 

(iv) The text of a paragraph to be deleted must not be presented with strike-through or 
placed within double brackets. The instruction to delete may identify a paragraph by its paragraph 
number or include a few words from the beginning, and end, of the paragraph, if needed for 
paragraph identification purposes. 

(2) Amendment by replacement section . If the sections of the specification contain section 
headings as provided in § 1.77(b), § 1.154(b), or § 1.163(c), amendments to the specification, other 
than the claims, may be made by submitting: 

(i) A reference to the section heading along with an instruction, which unambiguously 
identifies the location, to delete that section of the specification and to replace such deleted section 
with a replacement section; and; 

(ii) A replacement section with markings to show all changes relative to the previous 
version of the section. The text of any added subject matter must be shown by underlining the 
added text. The text of any deleted matter must be shown by strike-through except that double 
brackets placed before and after the deleted characters may be used to show deletion of five or fewer 
consecutive characters. The text of any deleted subject matter must be shown by being placed within 
double brackets if strike-through cannot be easily perceived. 

(3) Amendment by substitute specification . The specification, other than the claims, may also 
be amended by submitting: 

(i) An instruction to replace the specification; and 

(ii) A substitute specification in compliance with § § 1 .125(b) and (c).. 



Continuation of 3(c) Other: The Replacement drawings have new matter and applicant has not indicated what changes have been made 
and what corrections have be made as compared with the original filed drawing. Applicant also has not presented any statement that the 
new drawings do not present new matter. 

One or more application drawings shall be amended in the following manner: 
Any changes to an application drawing must be in compliance with § 1.84 and must be submitted on 
a replacement sheet of drawings which shall be an attachment to the amendment document and, in the 
top margin, labeled "Replacement Sheet ". Any replacement sheet of drawings shall include all of the 
figures appearing on the immediate prior version of the sheet, even if only one figure is amended. 
Any new sheet of drawings containing an additional figure must be labeled in the top margin as 
"New Sheet ". All changes to the drawings shall be explained, in detail, in either the drawing 
amendment or remarks section of the amendment paper. 

(1) A marked-up copy of any amended drawing figure, including annotations indicating the 
changes made, may be included. The marked-up copy must be clearly labeled as "Annotated Sheet " 
and must be presented in the amendment or remarks section that explains the change to the drawings. 

(2) A marked-up copy of any amended drawing figure, including annotations indicating the 
changes made, must be provided when required by the examiner. 

(e) Disclosure consistency. The disclosure must be amended, when required by the Office, to 
correct inaccuracies of description and definition, and to secure substantial correspondence 
between the claims, the remainder of the specification, and the drawings. 

(f) No new matter. No amendment may introduce new matter into the disclosure of an 
application. 

Continuation of 4(e) Other: Amendments to a claim must be made by rewriting the entire claim with all changes ( 
e.g., additions and deletions) as indicated in this subsection, except when the claim is being canceled. 
Each amendment document that includes a change to an existing claim, cancellation of an existing 
claim or addition of a new claim, must include a complete listing of all claims ever presented, 
including the text of all pending and withdrawn claims, in the application. The claim listing, including 
the text of the claims, in the amendment document will serve to replace all prior versions of the claims, 
in the application. In the claim listing, the status of every claim must be indicated after its claim 
number by using one of the following identifiers in a parenthetical expression: (Original), (Currently 



Continuation Sheet (PTOL-324) Application No. 

amended), (Canceled), (Withdrawn), (Previously presented), (New), and (Not entered).. 

Continuation of 5 Other: Applicant's amendment incorrectly is filed as a Certificate of Correction. This is only permitted for 
allowed patents. Application is instructed to filed amendments under the form required in 37 CFR 1.121 (see MPEP 714).. 
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713.07 Exposure of Other Cases 

Prior to an interview in the examiner's room, the 
examiner should arrange his or her desk so that all 
files, drawings and other papers, except those neces- 
sary in the interview, are placed out of view. See 
MPEP§ 101. 

713.08 Demonstration, Exhibits, Models 
[R-3] 

The invention in question may be exhibited or dem- 
onstrated during the interview by a model >or 
exhibiK thereof *>A model or exhibit will not gener- 
ally be admitted as part of the record of an applica- 
tion. See 37 CFR 1.91. However, a< model **>or 
exhibit submitted by< the applicant ** which com- 
plies with 37 CFR 1.91 **>would be< made part of 
the application record **. See MPEP § 608.03 and 
§ 608.03(a). For Image File Wrapper (IFW) process- 
ing, see IFW Manual section 3.6. 

** If the model or exhibit is merely used for dem- 
onstration purpose **>during the course of the inter- 
view, it will not be< made part of the record (does not 
comply with 37 CFR 1.91)**>. A< full description as 
to what was demonstrated/exhibited must be made of 
record in the application. See 37 CFR 1.133(b). Dem- 
onstrations of apparatus or exhibits too large to be 
brought into the Office may be viewed by the exam- 
iner outside of the Office (in the Washington, D.C. 
area) with the approval of the supervisory patent 
examiner. It is presumed that the witnessing of the 
demonstration or the reviewing of the exhibit is actu- 
ally essential in the developing and clarifying of the 
issues involved in the application. 

713.09 Finally Rejected Application 

Normally, one interview after final rejection is per- 
mitted. However, prior to the interview, the intended 
purpose and content of the interview should be pre- 
sented briefly, preferably in writing. Such an inter- 
view may be granted if the examiner is convinced that 
disposal or clarification for appeal may be accom- 
plished with only nominal further consideration. 
Interviews merely to restate arguments of record or to 
discuss new limitations which would require more 
than nominal reconsideration or new search should be 
denied. See MPEP §714.13. 



Interviews may be held after the expiration of the 
shortened statutory period and prior to the maximum 
permitted statutory period of 6 months without an 
extension of time. See MPEP § 706.07(f). 

A second or further interview after a final rejection 
may be held if the examiner is convinced that it will 
expedite the issues for appeal or disposal of the appli- 
cation. 

713.10 Interview Preceding Filing 
Amendment Under 37 CFR 1.312 

After an application is sent to issue, it is technically 
no longer under the jurisdiction of the primary exam- 
iner. 37 CFR 1.312. An interview with an examiner 
that would involve a detailed consideration of claims 
sought to be entered and perhaps entailing a discus- 
sion of the prior art for determining whether or not the 
claims are allowable should not be given. Obviously 
an applicant is not entitled to a greater degree of con- 
sideration in an amendment presented informally than 
is given an applicant in the consideration of an 
amendment when formally presented, particularly 
since consideration of an amendment filed under 
37 CFR 1.312 cannot be demanded as a matter of 
right. 

Requests for interviews on cases where a notice of 
allowance has been mailed should be granted only 
with specific approval of the Technology Center 
Director upon a showing in writing of extraordinary 
circumstances. 

714 Amendments, Applicant's Action 
[R-5] 

37 CFR 1.121. Manner of making amendments in 
application. 

(a) Amendments in applications, other than reissue applica- 
tions. Amendments in applications, other than reissue applica- 
tions, are made by filing a paper, in compliance with § 1.52, 
directing that specified amendments be made. 

(b) Specification. Amendments to the specification, other 
than the claims, computer listings (§ 1 .96) and sequence listings 
(§ 1.825), must be made by adding, deleting or replacing a para- 
graph, by replacing a section, or by a substitute specification, in 
the manner specified in this section. 

(1) Amendment to delete, replace, or add a paragraph. 
Amendments to the specification, including amendment to a sec- 
tion heading or the title of the invention which are considered for 
amendment purposes to be an amendment of a paragraph, must be 
made by submitting: 
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(i) An instruction, which unambiguously identifies 
the location, to delete one or more paragraphs of the specification, 
replace a paragraph with one or more replacement paragraphs, or 
add one or more paragraphs; 

(ii) The full text of any replacement paragraph with 
markings to show all the changes relative to the previous version 
of the paragraph. The text of any added subject matter must be 
shown by underlining the added text. The text of any deleted mat- 
ter must be shown by strike-through except that double brackets 
placed before and after the deleted characters may be used to 
show deletion of five or fewer consecutive characters. The text of 
any deleted subject matter must be shown by being placed within 
double brackets if strikethrough cannot be easily perceived; 

(iii) The full text of any added paragraphs without any 
underlining; and; 

(iv) The text of a paragraph to be deleted must not be 
presented with strike-through or placed within double brackets. 
The instruction to delete may identify a paragraph by its para- 
graph number or include a few words from the beginning, and 
end, of the paragraph, if needed for paragraph identification pur- 
poses. 

(2) Amendment by replacement section. If the sections of 
the specification contain section headings as provided in § 
1.77(b), § 1.154(b), or § 1.163(c), amendments to the specifica- 
tion, other than the claims, may be made by submitting: 

(i) A reference to the section heading along with an 
instruction, which unambiguously identifies the location, to delete 
that section of the specification and to replace such deleted section 
with a replacement section; and; 

(ii) A replacement section with markings to show all 
changes relative to the previous version of the section. The text of 
any added subject matter must be shown by underlining the added 
text. The text of any deleted matter must be shown by strike- 
through except that double brackets placed before and after the 
deleted characters may be used to show deletion of five or fewer 
consecutive characters. The text of any deleted subject matter 
must be shown by being placed within double brackets if strike- 
through cannot be easily perceived. 

(3) Amendment by substitute specification. The specifica- 
tion, other than the claims, may also be amended by submitting: 

(i) An instruction to replace the specification; and 

(ii) A substitute specification in compliance with §§ 
1.125(b) and (c). 

(4) Reinstatement of previously deleted paragraph or sec- 
tion. A previously deleted paragraph or section may be reinstated 
only by a subsequent amendment adding the previously deleted 
paragraph or section. 

(5) Presentation in subsequent amendment document. 
Once a paragraph or section is amended in a first amendment doc- 
ument, the paragraph or section shall not be represented in a sub- 
sequent amendment document unless it is amended again or a 
substitute specification is provided. 

(c) Claims. Amendments to a claim must be made by rewrit- 
ing the entire claim with all changes (e.g., additions and deletions) 
as indicated in this subsection, except when the claim is being 
canceled. Each amendment document that includes a change to an 
existing claim, cancellation of an existing claim or addition of a 



new claim, must include a complete listing of all claims ever pre- 
sented, including the text of all pending and withdrawn claims, in 
the application. The claim listing, including the text of the claims, 
in the amendment document will serve to replace all prior ver- 
sions of the claims, in the application. In the claim listing, the sta- 
tus of every claim must be indicated after its claim number by 
using one of the following identifiers in a parenthetical expres- 
sion: (Original), (Currently amended), (Canceled), (Withdrawn), 
(Previously presented), (New), and (Not entered). 

(1) Claim listing. All of the claims presented in a claim 
listing shall be presented in ascending numerical order. Consecu- 
tive claims having the same status of "canceled" or "not entered" 
may be aggregated into one statement (e.g., Claims 1-5 (can- 
celed)). The claim listing shall commence on a separate sheet of 
the amendment document and the sheet(s) that contain the text of 
any part of the claims shall not contain any other part of the 
amendment. 

(2) When claim text with markings is required. All claims 
being currently amended in an amendment paper shall be pre- 
sented in the claim listing, indicate a status of "currently 
amended," and be submitted with markings to indicate the 
changes that have been made relative to the immediate prior ver- 
sion of the claims. The text of any added subject matter must be 
shown by underlining the added text. The text of any deleted mat- 
ter must be shown by strike-through except that double brackets 
placed before and after the deleted characters may be used to 
show deletion of five or fewer consecutive characters. The text of 
any deleted subject matter must be shown by being placed within 
double brackets if strike-through cannot be easily perceived. Only 
claims having the status of "currently amended," or "withdrawn" 
if also being amended, shall include markings. If a withdrawn 
claim is currently amended, its status in the claim listing may be 
identified as "withdrawn — currently amended." 

(3) When claim text in clean version is required. The text 
of all pending claims not being currently amended shall be pre- 
sented in the claim listing in clean version, i.e., without any mark- 
ings in the presentation of text. The presentation of a clean version 
of any claim having the status of "original," "withdrawn" or "pre- 
viously presented" will constitute an assertion that it has not been 
changed relative to the immediate prior version, except to omit 
markings that may have been present in the immediate prior ver- 
sion of the claims of the status of "withdrawn" or "previously pre- 
sented." Any claim added by amendment must be indicated with 
the status of "new" and presented in clean version, i.e., without 
any underlining. 

(4) When claim text shall not be presented; canceling a 

claim. 

(i) No claim text shall be presented for any claim in 
the claim listing with the status of "canceled" or "not entered." 

(ii) Cancellation of a claim shall be effected by an 
instruction to cancel a particular claim number. Identifying the 
status of a claim in the claim listing as "canceled" will constitute 
an instruction to cancel the claim. 

(5) Reinstatement of previously canceled claim. A claim 
which was previously canceled may be reinstated only by adding 
the claim as a "new" claim with a new claim number. 
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(d) Drawings: One or more application drawings shall be 
amended in the following manner: Any changes to an application 
drawing must be in compliance with § 1 .84 and must be submitted 
on a replacement sheet of drawings which shall be an attachment 
to the amendment document and, in the top margin, labeled 
"Replacement Sheet". Any replacement sheet of drawings shall 
include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is amended. Any new sheet of 
drawings containing an additional figure must be labeled in the 
top margin as "New Sheet". All changes to the drawings shall be 
explained, in detail, in either the drawing amendment or remarks 
section of the amendment paper. 

(1) A marked-up copy of any amended drawing figure, 
including annotations indicating the changes made, may be 
included. The marked-up copy must be clearly labeled as "Anno- 
tated Sheet" and must be presented in the amendment or remarks 
section that explains the change to the drawings. 

(2) A marked-up copy of any amended drawing figure, 
including annotations indicating the changes made, must be pro- 
vided when required by the examiner. 

(e) Disclosure consistency. The disclosure must be amended, 
when required by the Office, to correct inaccuracies of description 
and definition, and to secure substantial correspondence between 
the claims, the remainder of the specification, and the drawings. 

(f) No new matter. No amendment may introduce new mat- 
ter into the disclosure of an application. 

(g) Exception for examiners amendments. Changes to the 
specification, including the claims, of an application made by the 
Office in an examiner's amendment may be made by specific 
instructions to insert or delete subject matter set forth in the exam- 
iner's amendment by identifying the precise point in the specifica- 
tion or the claim(s) where the insertion or deletion is to be made. 
Compliance with paragraphs (b)(1), (b)(2), or (c) of this section is 
not required. 

(h) Amendment sections. Each section of an amendment doc- 
ument (e.g., amendment to the claims, amendment to the specifi- 
cation, replacement drawings, and remarks) must begin on a 
separate sheet. 

(i) Amendments in reissue applications. Any amendment to 
the description and claims in reissue applications must be made in 
accordance with § 1 . 1 73. 

Q) Amendments in reexamination proceedings. Any pro- 
posed amendment to the description and claims in patents 
involved in reexamination proceedings must be made in accor- 
dance with § 1.530. 

(k) Amendments in provisional applications. Amendments 
in provisional applications are not usually made. If an amendment 
is made to a provisional application, however, it must comply with 
the provisions of this section. Any amendments to a provisional 
application shall be placed in the provisional application file but 
may not be entered. 

I. WHEN APPLICANT MAY AMEND 

The applicant may amend: 



(A) before or after the first examination and 
action and also after the second or subsequent exami- 
nation or reconsideration as specified in 37 CFR 

I. 112; 

(B) after final rejection, if the amendment meets 
the criteria of 3 7 CFR 1.116; 

(C) after the date of filing a notice of appeal pur- 
suant to 37 CFR 41.31(a), if the amendment meets the 
criteria of 37 CFR 41.33; and 

(D) when and as specifically required by the 
examiner. 

Amendments in provisional applications are not 
normally made. If an amendment is made to a provi- 
sional application, however, it must comply with the 
provisions of 37 CFR 1.121. Any amendments to a 
provisional application will be placed in the provi- 
sional application file, but may not be entered. 

II. MANNER OF MAKING AMENDMENTS 
UNDER 37 CFR 1.121 

All amendments filed on or after July 30, 2003 
must comply with 37 CFR 1.121 as revised in the 
notice of final rule making published in the Federal 
Register on June 30, 2003 at 65 Fed. Reg. 3861 1 . The 
manner of making amendments has been revised to 
assist in the implementation of beginning-to-end elec- 
tronic image processing of patent applications. Spe- 
cifically, changes have been made to facilitate 
electronic image data capture and processing and 
streamline the patent application process. If an 
amendment filed on or after July 30, 2003 does not 
comply with revised 37 CFR 1.121, the Office will 
notify applicants via a Notice of Non-Compliant 
Amendment that the amendment is not accepted. 

The revised amendment practice is summarized as 
follows. 

A. A mendment Sections 

Each section of an amendment document (e.g., 
Specification Amendments, Claim Amendments, 
Drawing Amendments, and Remarks) must begin on a 
separate sheet to facilitate separate indexing and elec- 
tronic scanning of each section of an amendment doc- 
ument for placement in an image file wrapper. 

It is recommended that applicants use the following 
format when submitting amendment papers. The 
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amendment papers should include, in the following 
order: 

(A) a cover sheet, or introductory comments, pro- 
viding the appropriate application information (e.g., 
application number, applicant, filing date) and which 
serves as a table of contents to the amendment docu- 
ment by indicating on what page of the amendment 
document each of the following sections begin; 

(B) a section (must begin on a separate sheet) 
entitled "Amendments to the Specification" (if there 
are any amendments to the specification). This section 
should include all amendments to the specification 
including amendments to the abstract of the disclo- 
sure; 

(C) a section (must begin on a separate sheet) 
entitled "Amendments to the Claims" which includes 
a complete listing of all claims ever presented in the 
application (if there are any amendments to the 
claims); 

(D) a section (must begin on a separate sheet) 
entitled "Amendments to the Drawings" in which all 
changes to the drawings are discussed (if there are any 
amendments to the drawings); 

(E) a remarks section (must begin on a separate 
sheet); and 

(F) any drawings being submitted including any 
"Replacement Sheet," "New Sheet," or "Annotated 
Sheet." 

B. Amendments to the Specification 

Amendments to the specification, other than the 
claims, computer listings (37 CFR 1.96) and sequence 
listings (37 CFR 1.825), must be made by adding, 
deleting or replacing a paragraph, by replacing a sec- 
tion, or by a substitute specification. In order to 
delete, replace or add a paragraph to the specification 
of an application, the amendment must unambigu- 
ously identify the paragraph to be modified either by 
paragraph number (see MPEP § 608.01), page and 
line, or any other unambiguous method and be accom- 
panied by any replacement or new paragraph(s). 
Replacement paragraphs must include markings to 
show the changes. A separate clean version of any 
replacement paragraphs is not required. Any new 
paragraphs must be presented in clean form without 
any markings (i.e., underlining). 

Where paragraph numbering has been included in 
an application as provided in 37 CFR 1.52(b)(6), 



applicants can easily refer to a specific paragraph by 
number when presenting an amendment. If a num- 
bered paragraph is to be replaced by a single para- 
graph, the added replacement paragraph should be 
numbered with the same number of the paragraph 
being replaced. Where more than one paragraph is to 
replace a single original paragraph, the added para- 
graphs should be numbered using the number of the 
original paragraph for the first replacement paragraph, 
followed by increasing decimal numbers for the sec- 
ond and subsequent added paragraphs, e.g., original 
paragraph [0071] has been replaced with paragraphs 
[0071], [0071.1], and [0071.2]. If a numbered para- 
graph is deleted, the numbering of the subsequent 
paragraphs should remain unchanged. 

37 CFR 1.121(b)(l)(ii) requires that the full text of 
any replacement paragraph be provided with mark- 
ings to show all the changes relative to the previous 
version of the paragraph. The text of any added sub- 
ject matter must be shown by underlining the added 
text. The text of any deleted subject matter must be 
shown by strike-through except that double brackets 
placed before and after the deleted characters may be 
used to show the deletion of five or fewer consecutive 
characters (e.g., [[eroor]]). The term "brackets" set 
forth in 37 CFR 1.121 means square brackets - [ ], 
and not parentheses - ( ). The text of any deleted sub- 
ject matter must be shown by being placed within 
double brackets if strike-through cannot be easily per- 
ceived (e.g., deletion of the number "4" must be 
shown as [[4]]). As an alternative to using double 
brackets, however, extra portions of text may be 
included before and after text being deleted, all in 
strike-through, followed by including and underlining 
the extra text with the desired change (e.g., number 4 
as number 14 as V For added paragraphs, 37 CFR 
1.121(b)(2)(iii) requires that the full text of any added 
paragraph(s) be presented in clean form without any 
underlining. Similarly, under 37 CFR 1.121(b)(2)(iv), 
a marked up version does not have to be supplied for 
any deleted paragraph(s). It is sufficient to merely 
indicate or identify any paragraph that has been 
deleted. The instruction to delete may identify a para- 
graph by its paragraph number, page and line number, 
or include a few words from the beginning, and end, 
or the paragraph, if needed for paragraph identifica- 
tion. 
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Applicants are also permitted to amend the specifi- 
cation by replacement sections (e.g., as provided in 37 
CFR 1.77(b), 1.154(b), or 1.163(c)). As with replace- 
ment paragraphs, the amended version of a replace- 
ment section is required to be provided with markings 
to show all the changes relative to the previous ver- 
sion of the section. The text of any added subject mat- 
ter must be shown by underlining the added text. The 
text of any deleted subject matter must be shown by 
strike-through except that double brackets placed 
before and after the deleted characters may be used to 
show the deletion of five or fewer consecutive charac- 
ters. The text of any deleted subject matter must be 
shown by being placed within double brackets if 
strike-through cannot be easily perceived. 

Applicants are also permitted to amend the specifi- 
cation by submitting a substitute specification, pro- 
vided the requirements of 37 CFR 1.125(b) and (c) are 
met. Under 37 CFR 1.125, a clean version of the sub- 
stitute specification, a separate marked up version 
showing the changes in the specification relative to 
the previous version, and a statement that the substi- 
tute specification contains no new matter are required. 

Any previously deleted paragraph or section can 
only be reinstated by a subsequent amendment pre- 
senting the previously deleted subject matter. A direc- 
tion by applicant to remove a previously entered 
amendment will not be permitted. 

C. Amendments to the Claims 

Each amendment document that includes a change 
to an existing claim, including the deletion of an exist- 
ing claim, or submission of a new claim, must include 
a complete listing of all claims ever presented (includ- 
ing previously canceled and non-entered claims) in 
the application. After each claim number, the status 
identifier of the claim must be presented in a paren- 
thetical expression, and the text of each claim under 
examination as well as all withdrawn claims (each 
with markings if any, to show current changes) must 
be presented. The listing will serve to replace all prior 
versions of the claims in the application. 

(A) Status Identifiers: The current status of all of 
the claims in the application, including any previously 
canceled or withdrawn claims, must be given. Status 
is indicated in a parenthetical expression following 
the claim number by one of the following status iden- 
tifiers: (original), (currently amended), (previously 



presented), (canceled), (withdrawn), (new), or (not 
entered). The status identifier (withdrawn - currently 
amended) is also acceptable for a withdrawn claim 
that is being currently amended. See paragraph (E) 
below for acceptable alternative status identifiers. 

Claims added by a preliminary amendment must 
have the status identifier (new) instead of (original), 
even when the preliminary amendment is present on 
the filing date of the application and such claim is 
treated as part of the original disclosure. If applicant 
files a subsequent amendment, applicant must use the 
status identifier (previously presented) if the claims 
are not being amended, or (currently amended) if the 
claims are being amended, in the subsequent amend- 
ment. Claims that are canceled by a preliminary 
amendment that is present on the filing date of the 
application are required to be listed and must have the 
status identifier (canceled) in the preliminary amend- 
ment and in any subsequent amendment. 

The status identifier (not entered) is used for 
claims that were previously proposed in an amend- 
ment (e.g., after-final) that was denied entry. 

For any amendment being filed in response to a 
restriction or election of species requirement and any 
subsequent amendment, any claims which are non- 
elected must have the status identifier (withdrawn). 
Any non-elected claims which are being amended 
must have either the status identifier (withdrawn) or 
(withdrawn - currently amended) and the text of the 
non-elected claims must be presented with markings 
to indicate the changes. Any non-elected claims that 
are being canceled must have the status identifier 
(canceled). 

(B) Markings to Show the Changes: All claims 
being currently amended must be presented with 
markings to indicate the changes that have been made 
relative to the immediate prior version. The changes 
in any amended claim must be shown by strike- 
through (for deleted matter) or underlining (for added 
matter) with 2 exceptions: (1) for deletion of five or 
fewer consecutive characters, double brackets may be 
used (e.g., [[eroor]]); (2) if strike-through cannot be 
easily perceived (e.g., deletion of number "4" or cer- 
tain punctuation marks), double brackets must be used 
( e -g-> [[4]]). As an alternative to using double brack- 
ets, however, extra portions of text may be included 
before and after text being deleted, all in strike- 
through, followed by including and underlining the 
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extra text with the desired change (e.g., number 4 as 
number 14 as ). An accompanying clean version is not 
required and should not be presented. Only claims of 
the status "currently amended" or "withdrawn" will 
include markings. 

Any claims added by amendment must be indi- 
cated as "new" and the text of the claim must not be 
underlined. 

(C) Claim Text: The text of all pending claims 
under examination and withdrawn claims must be 
submitted each time any claim is amended. The text 
of pending claims not being currently amended, 
including withdrawn claims, must be presented in 
clean version, i.e., without any markings. Any claim 
presented in clean version will constitute an assertion 
that it has not been changed relative to the immediate 
prior version except to omit markings that may have 
been present in the immediate prior version of the 
claims. A claim being canceled must be indicated as 
"canceled;" the text of the claim must not be pre- 
sented. Providing an instruction to cancel is optional. 
Canceled and not entered claims must be listed by 
only the claim number and status identifier, without 
presenting the text of the claims. When applicant sub- 
mits the text of canceled or not-entered claims in the 
amendment, the Office may accept such an amend- 
ment, if the amendment otherwise complies with 37 
CFR 1.121, instead of sending out a notice of non- 
compliant amendment to reduce the processing time. 

(D) Claim Numbering: All of the claims in each 
amendment paper must be presented in ascending 
numerical order. Consecutive canceled or not entered 
claims may be aggregated into one statement (e.g., 
Claims 1 - 5 (canceled)). 

A canceled claim can be reinstated only by a subse- 
quent amendment presenting the claim as a new claim 
with a new claim number. The original numbering of 
the claims must be preserved throughout the prosecu- 
tion. When claims are canceled, the remaining claims 
must not be renumbered. For example, when appli- 
cant cancels all of the claims in the original specifica- 
tion and adds a new set of claims, the claim listing 
must include all of the canceled claims with the status 
identifier (canceled) (the canceled claims may be 



aggregated into one statement). The new claims must 
be numbered consecutively beginning with the num- 
ber next following the highest numbered claim previ- 
ously presented (whether entered or not) in 
compliance with 37 CFR 1.126. 



Example of listing of claims: 
Claims 1-5 (canceled) 

Claim 6 (withdrawn): A process for molding a 
bucket. 

Claim 7 (previously presented): A bucket with a 
handle. 

Claim 8 (currently amended): A bucket with a 
green blue handle. 

Claim 9 (withdrawn): The process for molding a 
bucket of claim 6 using molten plastic material. 

Claim 10 (original): The bucket of claim 8 with a 
wooden handle. 

Claim 1 1 (canceled) 

Claim 12 (previously presented): A bucket having 
a circumferential upper lip. 

Claim 13 (not entered) 

Claim 14 (new): A bucket with plastic sides and 
bottom. 

(E) Acceptable Alternative Status Identifiers: 

To prevent delays in prosecution, the Office will 
waive certain provisions of 37 CFR 1.121 and accept 
alternative status identifiers not specifically set forth 
in 37 CFR 1.121(c). See Acceptance of Certain Non- 
Compliant Amendments Under 37 CFR 1121(c), O.G 
(July 5, 2005). Accordingly claim listings that include 
alternative status identifiers as set forth below may be 
accepted if the amendment otherwise complies with 
37 CFR 1.121. 



700-239 



Rev. 5, Aug. 2006 



714 



MANUAL OF PATENT EXAMINING PROCEDURE 



D. Amendments to the Drawing 



Status Identifiers Set 
Forth in 37 CFR 1.121(c) 

1 . Original 



2. Currently amended 



3. Canceled 



4. Withdrawn 



5. Previously presented 



6. New 

7. Not entered 



Acceptable Alternatives 

Original Claim; and 
Originally Filed Claim 

Presently amended; and 
Currently amended 
claim 

Canceled without preju- 
dice; Cancel; Canceled; 
Canceled herein; Previ- 
ously canceled; Can- 
celed claim; and 
Deleted 

Withdrawn from con- 
sideration; Withdrawn - 
new; Withdrawn claim; 
and Withdrawn - cur- 
rently amended 

Previously amended; 
Previously added; Pre- 
viously submitted; and 
Previously presented 
claim 

Newly added; and New 
claim 

Not entered claim 



The Office may also accept additional variations of 
the status identifiers provided in 37 CFR 1.121(c) not 
listed above if an Office personnel determines that the 
status of the claims is accurate and clear. When 
accepting alternative status identifiers, the examiner is 
not required to correct the status identifiers using an 
examiner's amendment. Applicant will not be notified 
and will not be required to submit a corrective com- 
pliant amendment. The examiner does not need to 
make a statement on the record that the alternative 
status identifiers have been accepted. 



Any changes to an application drawing must com- 
ply with 37 CFR 1.84 and must be submitted on a 
replacement sheet of drawings, even when applicant 
is only submitting better quality drawings without any 
substantive changes. Any additional new drawings 
must be submitted on a new sheet of drawings. The 
replacement or new sheet of drawings must be an 
attachment to the amendment document and must be 
identified in the top margin as "Replacement Sheet." 
The new drawing sheet must be identified in the top 
margin as "New Sheet." The replacement drawing 
sheet must include all of the figures appearing on the 
immediate prior version of the sheet, even if only one 
figure is amended. The figure or figure number of the 
amended drawing(s) must not be labeled as 
"amended." A marked-up copy of any amended draw- 
ing figure, including annotations indicating the 
changes made, may be included. The marked-up copy 
must be clearly labeled as "Annotated Sheet" and 
must be presented in the amendment or remarks sec- 
tion that explains the change to the drawings. A 
marked-up copy of any amended drawing figure, 
including annotations indicating the changes made, 
must be provided when required by the examiner. 

An explanation of the changes made must be pre- 
sented in the "Amendments to the Drawings" or the 
remarks section of the amendment document. If the 
changes to the drawing figure(s) are not approved by 
the examiner, applicant will be notified in the next 
Office action. Applicant must amend the brief and 
detailed description of drawings sections of the speci- 
fication if they are not consistent with the changes to 
the drawings. For example, when applicant files a 
new drawing sheet, an amendment to the specification 
is required to add the brief and detailed description of 
the new drawings. 

The proposed drawing correction practice has been 
eliminated. For any changes to the drawings, appli- 
cant is required to submit a replacement sheet of 
drawings with the changes made. No proposed 
changes in red ink should be submitted. Any proposed 
drawing corrections will be treated as non-compliant 
under 37 CFR 1.121(d). In response to any drawing 
objections, applicant should submit drawing changes 
by filing a replacement sheet of drawings or a new 
sheet of drawings with the corrections made. A letter 
to the official draftsman is no longer required. 
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Drawing submissions without any amendments to 
the specification and claims after allowance should be 
forwarded to the Office of Patent Publication. 

E. Examiner 9 s Amendments 

37 CFR 1.121(g) permits the Office to make 
amendments to the specification, including the claims, 
by examiner's amendments without paragraph/sec- 
tion/claim replacement in the interest of expediting 
prosecution and reducing cycle time. Additions or 
deletions of subject matter in the specification, includ- 
ing the claims, may be made by instructions to make 
the change at a precise location in the specification or 
the claims. Examiner's amendments do not need to 
comply with paragraphs (b)(1), (b)(2), or (c) of 
37 CFR 1.121. See MPEP § 1302.04. 

If a non-compliant amendment would otherwise 
place the application in condition for allowance, the 
examiner may enter the non-compliant amendment 
and provide an examiner's amendment to correct the 
non-compliance (e.g., an incorrect status identifier). 
Similarly, if an amendment under 37 CFR 1,312 after 
allowance is non-compliant under 37 CFR 1.121 and 
the entry of the amendment would have been other- 
wise recommended, the examiner may enter the 
amendment and correct the non-compliance (e.g., an 
incorrect status identifier) using an examiner's 
amendment. See subsection "F. Non-Compliant 
Amendments" for more information on non-compli- 
ant amendments. For example, if some of the status 
identifiers are incorrect in an amendment, the exam- 
iner may enter the non-compliant amendment and: 

(A) provide a claim listing presenting all of the 
claims with the proper status identifiers in an exam- 
iner's amendment; 

(B) print a copy of the claim listing of the non- 
compliant amendment, cross out the improper status 
identifiers, write in the correct status identifiers and 
include it as an attachment to an examiner's amend- 
ment; or 

(C) correct the improper status identifiers by 
instructions in an examiner's amendment. 

The examiner's amendment should include the rea- 
son why the amendment is non-compliant and indi- 
cate how it was corrected. Authorization from the 
applicant or attorney/agent of record and appropriate 
extensions of time are not required if the changes are 



not substantive (e.g., corrections of format errors or 
typographical errors). Such an examiner's amendment 
may be made after the time period for reply, or after 
the shortened statutory period without any extensions 
of time, as long as the non-compliant amendment was 
timely filed. 

Authorization and appropriate extensions of time 
are required if the changes made in the examiner's 
amendment are substantive (e.g., the examiner's 
amendment would include a cancellation of a claim or 
change the scope of the claims). The authorization 
must be given within the time period for reply set 
forth in the last Office action. See MPEP § 1302.04. 

E Non-Compliant A mendments 

If an amendment submitted on or after July 30, 
2003, fails to comply with 37 CFR 1.121 (as revised 
on June 30, 2003), the Office will notify applicant by 
a Notice of Non-Compliant Amendment, Form 
PTOL-324, that the amendment fails to comply with 
the requirements of 37 CFR 1.121 and identify: (1) 
which section of the amendment is non-compliant 
(e.g., the amendments to the claims section); (2) items 
that are required for compliance (e.g., a claim listing 
in compliance with 37 CFR 1.121(c)); and (3) the rea- 
sons why the section of the amendment fails to com- 
ply with 37 CFR 1.121 (e.g., the status identifiers are 
missing). The type of amendment will determine 
whether applicant will be given a period of time in 
which to comply with the rule and whether applicant's 
reply to a notice should consist of the corrected sec- 
tion of the amendment (e.g., a complete claim listing 
in compliance of 37 CFR 1.121(c)) instead of the 
entire corrected amendment. If the noncompliant 
amendment is: 

(A) A preliminary amendment filed after the 
filing date of the application, the technical support 
staff (TSS) will send the notice which sets a time 
period of 30 days or one month, whichever is later, for 
reply. No extensions of time are permitted. Failure to 
submit a timely reply will result in the application 
being examined without entry of the preliminary 
amendment. Applicant's reply is required to include 
the corrected section of the amendment. 

(B) A preliminary amendment that is present 
on the filing date of the application, the Office of 
Initial Patent Examination (OIPE) will send applicant 
a notice (e.g., Notice to File Corrected Application 
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Papers) which sets a time period of 2 months for 
reply. Extensions of time are available under 37 CFR 
1.136(a). Failure to reply to the OIPE notice will 
result in abandonment of the application. Applicant's 
reply is required to include either a substitute specifi- 
cation under 37 CFR 1.125 if the amendment is to the 
specification, or a complete claim listing under 37 
CFR 1.121(c) if the amendment is to the claims. 

(C) A non-final amendment including an amend- 
ment filed as a submission for an RCE, the TSS will 
send the notice which sets a time period of 30 days or 
one month, whichever is later, for reply. Extensions of 
time are available under 37 CFR 1.136(a). Failure to 
reply to this notice will result in abandonment of the 
application. Applicant's reply is required to include the 
corrected section of the amendment. 

(D) An after-final amendment, the amendment 
will be forwarded in unentered status to the examiner. 
In addition to providing reasons for non-entry when 
the amendment is not in compliance with 37 CFR 
1.116 (e.g., the proposed amendment raises new 
issues that would require further consideration and/or 
search), the examiner should also indicate in the advi- 
sory action any non-compliance in the after-final 
amendment. The examiner should attach a Notice of 
Non-Compliant Amendment to the advisory action. 
The notice provides no new time period for correcting 
the non-compliance. The time period for reply contin- 
ues to run from the mailing of the final Office action. 
Applicant still needs to respond to the final Office 
action to avoid abandonment of the application. If the 
applicant wishes to file another after-final amend- 
ment, the entire corrected amendment (not only the 
corrected section of the amendment) must be submit- 
ted within the time period set forth in the final Office 
action. 

(E) A supplemental amendment filed when 
there is no suspension of action under 37 CFR 
1.103(a) or (c), the amendment will be forwarded to 
the examiner. Such a supplemental amendment is not 
entered as a matter of right. See 37 CFR 
1.1 1 l(a)(2)(ii). The examiner will notify the applicant 
if the amendment is not approved for entry. The 
examiner may use form paragraph 7.147. See MPEP § 
714.03(a). 



(F) A supplemental amendment filed within a 
suspension period under 37 CFR 1.103(a) or (c) 
(e.g., applicant requested a suspension of action at the 
time of filing an RCE), the TSS will send the notice 
which sets a time period of 30 days or one month, 
whichever is later, for reply. No extensions of time are 
permitted. Failure to submit a timely reply will result 
in the application being examined without entry of the 
supplemental amendment. Applicant's reply is 
required to include the corrected section of the 
amendment. 

(G) An amendment filed in response to a 
Quayle action, the TSS will send the notice which 
sets a time period of 30 days or one month, whichever 
is later, for reply. Extensions of time are available 
under 37 CFR 1.136(a). Failure to reply to this notice 
will result in abandonment of the application. Appli- 
cant's reply is required to include the corrected sec- 
tion of the amendment. 

(H) An after-allowance amendment under 37 
CFR 1.312, the amendment will be forwarded to the 
examiner. Amendments under 37 CFR 1.312 are not 
entered as matter of right. The examiner will notify 
the applicant if the amendment is not approved for 
entry. The examiner may attach a Notice of Non- 
Compliant Amendment (37 CFR 1.121) to the form 
PTO-271, Response to Rule 312 Communication (see 
MPEP § 714.16(d)). The notice provides no new time 
period. If applicant wishes to file another after-allow- 
ance amendment under 37 CFR 1.312, the entire cor- 
rected amendment must be submitted before the 
payment of the issue fee. 

Any amendments (including after-final amend- 
ments) that add new claims in excess of the number of 
claims previously paid for in an application must be 
accompanied by the payment of the required excess 
claims fees. Failure to pay the excess claims fees will 
result in non-entry of the amendment See MPEP § 
607. 

G Entry of Amendments, Directions for, 
Defective 

The directions for the entry of an amendment may 
be defective. Examples include inaccuracy in the 
paragraph number and/or page and line designated, or 
a lack of precision where the paragraph or section to 
which insertion of the amendment is directed occurs. 
If the correct place of entry is clear from the context, 
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the amendatory paper will be properly amended in the 
Technology Center and notation thereof, initialed in 
ink by the examiner, who will assume full responsibil- 
ity for the change, will be made on the margin of the 
amendatory paper. In the next Office action, the appli- 
cant should be informed of this alteration in the 
amendment and the entry of the amendment as thus 
amended. The applicant will also be informed of the 
nonentry of an amendment where defective directions 
and context leave doubt as to the intent of applicant. 



H. Amendment of Amendments 

When a replacement paragraph or section of the 
specification is to be amended, it should be wholly 
rewritten and the original insertion canceled. A 
marked-up version of the replacement paragraph or 
section of the specification should be presented using 
underlining to indicate added subject matter and 
strike-through to indicate deleted subject matter. Mat- 
ter canceled by amendment can be reinstated only by 
a subsequent amendment presenting the canceled mat- 
ter as a new insertion. A claim cancelled by amend- 
ment (deleted in its entirety) may be reinstated only 
by a subsequent amendment presenting the claim as a 
new claim with a new claim number. 



700-243 



Rev. 5, Aug. 2006 



